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DETAILED ACTION 



1 . This office action is in response to application filed December 10, 2003. Claims 1-12 are 
now pending in the application. 

Claim Rejections - 35 (JSC §102 and 103 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claim 1, 4, 6, 8-12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Nienhaus et al. (US 5,670,600). 

Nienhaus et al. disclose an aqueous coating composition comprising a water-dilutable 
polyacrylate resin having an OH number of from 40 to 200 mg of KOH/g, an acid number of 
from 20-100 mg KOH /g and a polyisocyanate component as crosslinking agent. The 
polyacrylate may be derived from monomers al-a6 disclosed in column 7, lines 3-45. The 
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number average molecular weight of the polymer may range from 2,500 to 20,000 (column 8, 
lines 44-48). The coating materials may be used in the production- line finishing and in 
refinishing of car bodies, as pigmented basecoats or clearcoats in a multicoat finishes (column 
11, lines 43-57). Organic solvents may be removed from the dispersion by azeotropic distillation 
in vacuo until not more than 3% can be detected (column 12, lines 64-67). 

Since a reaction product of the various monomers is recited in the claim language, it is 
the examiner's position that the reaction product reads on the polymer recited in the prior art that 
comprises a reaction product of acrylic or methacrylic acid with glycidyl ester of -branched 
monocarboxylic acid. Additionally, it is noted that the prior art polymerization composition 
includes unsaturated acid in addition to the reaction product of acrylic or methacrylic acid with - 
glycidyl ester of an branched monocarboxylic acid (column 3, lines 1-17, column 7, lines 30-45), 
thereby satisfying the molar excess requirement of component d) over component a). Thus, the 
end point range of 200 for OH number is anticipated by the prior art. 

In the alternative, since the prior art discloses a reaction product of acrylic or 
methacrylic acid with glycidyl ester of an monocarboxylic acid as copolymerizable monomer, it 
is the examiner's position that using the unreacted components that are capable of reacting with 
each other under polymerization conditions would be obvious to one of ordinary skill in the art. 

With regard to claim 8, it is noted that where product by process claims are rejected 
over a prior art product that appears to be the same, the burden is shifted to applicants to 
establish an unobvious difference, even if the production processes are different. In re Marosi, 
218 USPQ 289 (Fed. Cir. 1983). Furthermore, the patentability of a product clam rests on the 
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product formed and not on the method by which it is produced. In re Thorpe, 227, USPQ 984 
(Fed. Cir. 1985). 

5. Claims 2, 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nienhaus et 
al. (US 5,670,600). 

Prior art to et al. Nienhaus et al. is presented above in paragraph 4 and is incorporated 
herein by reference. 

The difference between the prior art and the instant invention is that the prior art 
discloses an OH number of 40-200 as opposed to instantly claimed range of 22-280. 

With regard to the claimed OH range outside in excess of 200, it is the examiner's 
position that one of ordinary skill in the art would be motivated to change the range of OH 
number to ranges greater than 200 so as to increase the rate as well as extent of crosslinking of 
the coating composition. Thus, it would have been obvious to one of ordinary skill in that art at 
the time the invention was made to include polyacrylate resins with OH numbers in excess of 
200 and lower than 280 in the coating compositions of Nienhaus et al. and thereby obtain the 
instant invention. 

6. Claims 5, 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nienhaus et 
al. (US 5,670,600) in view of Campbell (US 5,157,069). 

Prior art to et al. Nienhaus et al. is presented above in paragraph 4 and is incorporated 
herein by reference. 

The difference between the prior art and the instant invention is that 
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the prior art does not disclose the use of polyalkylene glycol (meth)acrylate as copolymerizable 
monomer. 

The primary reference concerns crosslinkable aqueous compositions comprising 
hydroxyl- functional acrylic monomers. Art recognized equivalence of various hydroxylated 
acrylic monomers is established by Campbell et al. The secondary reference is in an analogous 
field of art and discloses the use of croslinkable hydroxyl groups that may be derived from 
hydroxyethyl (meth)acrylate, hydroxybutyl (meth)acrylate, polyethylene glycol 
mono(meth) aery late or polypropylene glycol mono(meth)acrylate (column 2, lines 52-64). Thus, 
it would have been obvious to one of ordinary skill in that art at the time the invention was made 
to include polyacrylate resins comprising a combination of hydroxyl functional acrylic 
monomers, including those claimed instantly, in the coating compositions of Nienhaus et al. and 
thereby obtain the instant invention, absent a showing of unexpected results. 

7. Claim 1-4, 6, 9-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Huybrechts et al. (US 5,773,513). 

Prior art to Huybrechts et al. relates to waterborne coating compositions comprising 
hydroxyl functional acrylic polymer comprising 20-70% vinyl aromatic, 0-40% hydroxyl 
functional monomer, 0-70% of other polymerizable monomers and 10-80% by wt. of 
monoepoxy ester of an unsaturated functional monomer and curing agent (abstract). The 
copolymer is preferably prepared via skew feed polymerization wherein one stream comprises 
10-50 weight percent of 50-90% by wt. of reaction product of monoepoxyester and an acid . 
functional monomer (column 2, lines 26-55). Useful monomers are listed in column 3, lines 1- 
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44. Excess solvent from the polymerization medium may be distilled off (column 3, lines 55-57). 
Useful curing agents disclosed include polyisocyanates (column 4, lines 14-15). The coating 
compositions are disclosed as being useful as clearcoats in automotive finishes (column 1, lines 
6-11). The OH value of the copolymer may range from 30-250 while the acid number may range 
from 5-35 mg of KOH/g. The molecular wt. of the polymer may range from 1000-15,000 
(column 2, lines 61-67). Working example 10 demonstrates a molar excess of acrylic acid 
compared to versatic acid monoester. Thus, instant claims are anticipated by the prior art. 

8. Claim 8 is rejected under 35 U.S.C 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Huybrechts et al. (US 5,773,513). 

Prior art to Huybrechts et al. is elaborated above in paragraph 7 and is incorporated 
herein by reference. 

With regard to claim 8, it is noted that where product by process claims are rejected 
over a prior art product that appears to be the same, the burden is shifted to applicants to 
establish an unobvious difference, even if the production processes are different. In re Marosi, 
218 USPQ 289 (Fed. Cir. 1983). Furthermore, the patentability of a product clam rests on the 
product formed and not on the method by which it is produced. In re Thorpe, 227, USPQ 984 
(Fed. Cir. 1985). 

9. Claims 5, 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Huybrechts et 
al. (US 5,773,513) in view of Campbell (US 5,157,069). 
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Prior art to Huybrechts et al. is presented above in paragraph 7 and is incorporated 
herein by reference. 

The difference between the prior art and the instant invention is that the prior art does 
not disclose the use of polyalkylene glycol (meth)acrylate as copolymerizable monomer. 

The primary reference concerns crosslinkable aqueous compositions comprising 
hydroxyl-functional acrylic monomers. Art recognized equivalence of various hydroxylated 
acrylic monomers in is established by Campbell et al. The secondary reference is in an analogous 
field and discloses the use of croslinkable hydroxyl groups that may be derived from 
hydroxy ethyl (meth)acrylate, hydroxybutyl (meth)acrylate, polyethylene glycol 
mono(meth)acrylate or polypropylene glycol mono(meth)acrylate (column 2, lines 52-64). Thus, 
it would have been obvious to one of ordinary skill in that art at the time the invention was made 
to include polyacrylate resins comprising a combination of hydroxyl functional acrylic 
monomers, including those claimed instantly, in the coating compositions of Huybrechts et al. 
and thereby obtain the instant invention, absent a showing of unexpected results. 

10. Claims 1> 4 y 6, 9-12 are rejected under 35 U.S.C. 102(b) as anticipated by Bremer et al. 
(DE 4445355, Machine translation). 

Prior art to Bremer et al. discloses a binder comprising a copolymer (A) with an acid 
number in the range of 25-50 mg KOH/g obtained by copolymerizing 20-35 wt.% of glycidyl 
ester of alpha branched aliphatic acid, 15-20% of a hydroxyalkyl ester of (meth)acrylic acid, 10- 
40% of an alkyl ester of (meth)acrylic acid, 8-25% of (meth)acrylic acid and 20-35% of styrene 
(abstract). As examples of glycidyl ester of alpha branched aliphatic acid, CARDURA E10 is 
disclosed (page 3, paragraph 0021). The coating composition contains (A) the copolymer, (B) a 
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polyisocyanate, (C) an organic solvent and/or water and optionally pigments, fillers etc. 
(abstract). The compositions may be used for transparent or pigmented coatings in automotive 
industry (page 1, paragraph 0001). The molecular weight of copolymer may range from 2500 to 
20,000 and the hydroxyl number, from 80-200 mg KOH/g (page 2, paragraph 0014). The coating 
compositions may include 15% by wt. of solvent at most. Thus, the end point range of 200 for 
OH number is anticipated by the prior art. 

1 1 . Claim 8 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Bremer et al. (DE 4445355, Machine translation). 

Prior art to Bremer et al. is elaborated above in paragraph 10 and is incorporated herein 
by reference. 

With regard to claim 8, it is noted that where product by process claims are rejected 
over a prior art product that appears to be the same, the burden is shifted to applicants to 
establish an unobvious difference, even if the production processes are different. In re Marosi, 
218 USPQ 289 (Fed. Cir. 1983). Furthermore, the patentability of a product clam rests on the 
product formed and not on the method by which it is produced. In re Thorpe, 227, USPQ 984 
(Fed. Cir. 1985). 

12. Claims 2, 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bremer et al. 
(DE 4445355, Machine translation). 

Prior art to et al. Bremer et al. is presented above in paragraph 10 and is incorporated 
herein by reference. 
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The difference between the prior art and the instant invention is that the prior art 
discloses an OH number of 40-200 as opposed to instantly claimed range of 22-280. 

With regard to the claimed OH range outside in excess of 200, it is the examiner's 
position that one of ordinary skill in the art would be motivated to change the range of OH 
number to ranges greater than 200 so as to increase the rate as well as extent of crosslinking of 
the coating composition. Thus, it would have been obvious to one of ordinary skill in that art at 
the time the invention was made to include polyacrylate resins with OH numbers in excess of 
200 and lower than 280 in the coating compositions of Bremer et al. and thereby obtain the 
instant invention. 

13. Claims 5, 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bremer et al. 
(DE 4445355, Machine translation) in view of Campbell (US 5,157,069). 

Prior art to Bremer et al. is presented above in paragraph 10 and is incorporated herein 
by reference. 

The difference between the prior art and the instant invention is that the prior art does 
not disclose the use of polyalkylene glycol (meth) aery late as copolymerizable monomer. 

The primary reference concerns crosslinkable aqueous compositions comprising 
hydroxyl- functional acrylic monomers. Art recognized equivalence of various hydroxylated 
acrylic monomers in is established by Campbell et al. The secondary reference is in an analogous 
field and discloses the use of crosslinkable hydroxyl groups that may be derived from 
hydroxy ethyl (meth)acrylate, hydroxybutyl (meth)acrylate, polyethylene glycol 
mono(meth)acrylate or polypropylene glycol mono(meth)acrylate (column 2, lines 52-64). Thus, 
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it would have been obvious to one of ordinary skill in that art at the time the invention was made 
to include polyacrylate resins comprising a combination of hydroxyl functional acrylic 
monomers, including those claimed instantly, in the coating compositions of Bremer et al. and 
thereby obtain the instant invention, absent a showing of unexpected results. 



14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Satya Sastri at (571) 272 1 1 12. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached at (571) 272 1114. 

The fax phone number for the organization where this application or proceeding is 
assigned is (571) 273 8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see <http://pair-direct.uspto.gov> . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




SATYA SASTRI 



October 19, 2005 





